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DETAILED ACTION 

Election/Restrictions 

Newly submitted claims 26-44 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 
Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-18, 21, 24, and 25, drawn to a method forthermomechanical 
treat of steel rods. 

Group II, claim(s) 26-44, drawn to a method for producing steel coil spring or 
stabilizers. 

The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: they lack the same 
unity a posteriori because the common feature of "thermomechanical treat of steel rods" 
is known in the art. Bilgen (DE 19839383 used hereinafter with English equivalent US 
6,458226, thereafter US'226) discloses a process for the thermomechanical treat of 
steel (Abstract, Summary of the invention section, Col.3, lines 31-59 and claims 1-2 of 
US'226). Invention l-ll lacks the same or corresponding special technical feature. 
Therefore unity of invention is lacking and restriction is appropriate. 
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Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 26-44 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claims 19, 20, 22, and 23 have been cancelled; claims 1, 7, 10, 13, 15,16, 24, 
and 25 have been amended; the newly added claims 26-44 are withdrawn as non- 
elected claims; and claims 1-18, 21, 24, and 25 are pending in application. 

Status of the Precious Rejection 

Previous objections of claims 1 and 17 have been withdrawn in view of the 
amendment and remark filed on 1/8/2009. 

Previous rejections of claims 1, 7, 10, 12, 13, 16, and 25 under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention have been withdrawn 
in view of the amendment and remark filed on 1/8/2009. 

The previous rejection of claims 1-18, 21, 24, and 25 under provisional 
obviousness-type double patenting over claims 1-17 of copending application 
10/551538 have been withdrawn because 10/551538 has been abandoned. 

The previous rejections of claims 1-15, 17, 18, 21, 24, and 25 under 35 
U.S.C. 1 03(a) as being unpatentable over US'226 in view of Hathaway (US 2,261 ,878) 
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have been withdrawn in view of the amendment and remark filed on 1/8/2009. 
However, in view of the amendment, a new ground(s) of rejection is made (see below). 

The previous rejection of claim 16 under 35 U.S.C. 103(a) as being unpatentable 
over US'226 in view of Hathaway (US 2,261 ,878) and further in view of Borowikow (DE 
100 30 823) has been withdrawn in view of the amendment and remark filed on 
1/8/2009. However, in view of the amendment and newly found prior art, a new 
ground(s) of rejection is made (see below). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-6, 8-18, 21, 24, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bilgen et al (DE 19839383 used hereinafter with English equivalent 
US 6,458226, thereafter US'226) in view of Hathaway (US 2,261,878, thereafter 
US'878) and Fritz et al (NPL "Fertibungs Technik" (Manufacturing Technology) 1995, 
and English translation for Fig. 5-24 and 5-26, thereafter NPL-1). 

Bilgen (US'226) in view of Hathaway (US'878) is applied to 
claims 1-18, 21, 24, and 25 for the same reason as stated in the 
previous office action marked 8/8/2008. 
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Still regarding claims 1 and 25, US' 226 in view of US' 878 
does not specify the limitation of skew rolling. However, skew 
rolling is a well-known rolling method which is evidenced by 
NPL-1 (as an Applicants administrated prior art— refer to the 
"Applicant arguments/remarks made in an amendment" filed on 
1/8/2009; the Examiner notes that the Applicants provide the 
word explanation: phrase "skew rolling" is an English 
translation of German word "Schragwal zen" and in NPL-1, this 
phrase is translated as "cross rolling") . NPL-1 teaches skew 
rolling for the tubes and/or rods (English translation for Fig. 
5-24 and 5-26 of NPL-1) . Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention 
was made to apply the well-known skew-rolling method as 
evidenced by NPL-1 in the process of US' 226 in view of US' 878 in 
order to obtain desired roughness of the product (English 
translation for Fig. 5-24 of NPL-1) . 

Claims 7 and16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US'226 in view of US'878 and NPL-1 , as applied on claimsl -6, 8-1 8, 21 , 24, and 25 and 
further in view of Borowikow (DE 100 30 823, thereafter DE'823) . 

Bilgen (US'226) in view of Hathaway (US'878) and further in 
view of DE'823 is applied to claim 16 for the same reason as 
stated in the previous office action marked 8/8/2008. 
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Claim 7 is amended to be dependent on claim 16. Regarding 
the limitation of skew rolling, which is the same limitation as 
discussed in the rejection for claim 1. Therefore, claims 7 and 
16 are rendered obviousness over US' 226 in view of US' 878 and 
NPL-1, and further in view of DE'823. 

Response to Arguments 

Applicant's arguments with respect to claims 1 -1 8, 21 , 24, and 25 have been 
considered but are moot in view of the new ground(s) of rejection. 

Regarding the Applicant's arguments filed on 1/8/2009 with respect to claimsl- 
18, 21 , 24, and 25, which are related to the amended features in the instant claims. The 
Examiner's position is stated as above. 

The Applicants argue that all claims of record in this application distinguish over 
US'226 in view of US'878 for claims 1 -1 8, 21 , 24, and 25 or US'226 in view of US'878 
and further in view of DE'823 for claim 16 because no skew rolling step is disclosed. In 
response, the Examiner notes that "skew rolling" is a well-known rolling method which is 
evidenced by NPL-1 (as an Applicants administrated prior art — refer to the "Applicant 
arguments/remarks made in an amendment" filed on 1/8/2009; the Examiner notes the 
Applicants provide the word explanation: phrase "skew rolling" is an English translation 
of German word "Schragwalzen" and in NPL-1 this phrase is translated as "cross 
rolling"). The instant claims would have been obvious because a particular known 
technique was recognized as part of the ordinary capabilities of one skilled in the art. 
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Conclusion 

Applicant's submission of an new reference on 01/09/2009 prompted the new 
ground(s) of rejection presented in this Office action. Accordingly, THIS ACTION IS 
MADE FINAL. See MPEP § 609.04(b). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jie Yang whose telephone number is 571-2701884. 
The examiner can normally be reached on IFP. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on 571-2721244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JY 

/Roy King/ 

Supervisory Patent Examiner, Art Unit 1793 



